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Tte Mowing principle of tow applies to all sec. 103 rejections. MPEP 214 3.03 
provides "To establish vimMz obviousness of a claimed *f£ 

USPQ » (CCPA 1974). All words in a claim must be c— » J-W * 
patentability of ft* claim against the prior m. In re Wrlson, 424 F.2d 1382, 13 85 165 
USPQ 494 496 (CCPA W [emphasis added) Tna, is, to have any expect™ of 

Zntti „ must be taught somewhere in the applied prior * If limttatrons are no 
pnor art references c.early dono^sg**^^ 

of from abo^Jr^bogO^h. the extrusion rod tevjngjUeasta^ 1 2 

^l^^^uiasi^^ ') and does no ' ,each "* 

e^ionrod having a, leas, ^JJjndrain^^ 

ft^exxt msion rod" (c laim 9). . AU ' 

^^^l^^ching of these limitations. Kjngjgcta a castrod^andhas 

no teaching that the cast ro d is an extrus ionrod thatisfterea^^ 

by extrusion. King mentiom extrus^^ 

In^nT^ntexToTall^^ {nf^tom^d^m 

The explanation of the rejection represents that King teaches "an extrusion rod , 
see last line of page 2 of the Office Action. No location of support in Kingtofas V 
assertion King is_se i forth^^ and Applicant can find no such 

tea^i^Ip]^^ 

there is a "SaddnIth^ . . . 
ThTp^nt Specification carefully explains the importance of this limitation in 

amaterialth^sii^^ 

p5SS5^S09] and [0021]-[0022]. T*e whole point of the limitation on the nunb* 
of Jains -1 the cast rod is to achieve a particular result in the next extmsion 
Be le the cast rodofKm^^ 
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Kingj^gardingjrains. 

Applicant can find no teaching of the limitations of dependent claims 2-5 and 
10-11 in either reference. If the rejectjonsjifjhese^lai ar e main tai ned, Ap plicant 
asksthatjhel ocations of the te achings of these claimsj^the 
-with.gglicul ^ity. R egarding the third full paragraph on page 3 of the Office Action, 
the cited case authority is not applicable because there is no teaching of the present 
process in the applied references for the reasons stated above. 

The present rejection seeks to perform a hindsight reconstruction based upon 
unrelated references, which is technically unsupported and is legally improper. The 
case authority and the MPEP provide guidance on this point. The present rejection is 
a sec. 103 combination rejection. It is well established that a proper sec. 103 
combination rejection requires more than just finding in the references the elements 
recited in the claim (but which was not done here). To reach a proper teaching of an 
article or process through a combination of references, there must be stated an objective 
motivation to combine the teachings of the references, not a hindsight rationalization 
in light of the disclosure of the specification being examined. MPEP 2143 and 2143.01. 
See also, for example, In re Fine . 5 USPQ2d 1596, 1598 (at headnote 1) (Fed.Cir. 
1988), In re Laskowski . 10 USPQ2d 1397, 1398 (Fed.Cir. 1989), W.L. Gore & 
Associates v. Garlock. Inc. . 220 USPQ 303, 31 1-313 (Fed. Cir., 1983), and Ex_pmle 
Levengood, 28 USPQ2d 1300 (Board of Appeals and Interferences, 1993); Ex parte 
Chicago Rawhide Manufacturing Co. r 223 USPQ 351 (Board of Appeals 1984). As 
stated in In re Fine at 5 USPQ2d 1598: 

"The PTO has the burden under section 103 to establish a prima facie 
case of obviousness, [citation omitted] It can satisfy this burden only by 
showing some objective teaching in the prior art or that knowledge 
generally available to one of ordinary skill in the art would lead that 
individual to combine the relevant teachings of the references." 

And, at5USPQ2d 1600: 
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"One cannot use hindsight reconstruction to pick and choose among 
isolated disclosures in the prior art to deprecate the claimed invention." 

Following this authority, the MPEP states that the examiner must provide such 
an objective basis for combining the teachings of the applied prior art. In constructing 
such rejections, MPEP 2 143.01 provides specific instructions as to what must be shown 
in order to extract specific teachings from the individual references: 

"Obviousness can only be established by combining or modifying 
the teachings of the prior art to produce the claimed invention when 
there is some teaching, suggestion, or motivation to do so found either 
in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art. In re Fine . 837 F.2d 1071, 5 USPQ2d 
1596 (Fed, Cir. 1988); In re Jones . 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992)." 

***** 

"The mere fact that references can be combined or modified does 
not render the resultant combination obvious unless the prior art also 
suggests the desirability of the combination." In re Mills. 916 F.2d 680, 
16USPQ2d 1430 (Fed. Cir. 1990)." 



***** 



"A statement that modifications of the prior art to meet the 
claimed invention would have been 'well within the ordinary skill of the 
art at the time the claimed invention was made' because the references 
relied upon teach that all aspects of the claimed invention were 
individually known in the art is not sufficient to establish a prima facie 
case of obviousness without some objective reason to combine the 
teachings of the references. Fx parte I. even good, 28 USPQ2d 1300 
(Bd.Pat.App.& Inter. 1993)." 
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Here, there is set forth no objective basis for combining the teachings of the 
references in the manner used by this rejection, and selecting the helpful portions from 
each reference while ignoring the unhelpful portions. An obj ective basis is one set forth 
in the art or which can be established by a declaration, not one that can be developed 
in light of the present disclosure. The rationale urged in the explanation of the 
rejection, incre asing malleability of thero djojgdu^^ 

h y automatic welding wj refeeders^has n^gtoi^^jmtSdm^nmS^- 
Th e nresent claims do not recite malleability, birtj n^d.recite_exteusioi^ If the 
rejection is maintained, Applicant asks that the Examiner set forth the objective basis 
found in the references themselves for combining the teachings of the references. 

Applicant asks that the Examiner reconsider and withdraw this ground of 
rejection. 

Applicant submits that the application is in condition for allowance, and requests 
such allowance. 



I hereby certify that this paper (5 pages total) is being facsimile transmitted to 
the Patent and Trademark Office at fax 703-872-9302 on February 17, 2003. 

— I crV^ — ■ , 




Gregory O. Garnfrohg 
Reg. No. 29,382 
Attorney for Applicant 
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